
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO, 



CONFIRMATION NO. 



09/740,221 



12/19/2000 



7590 



05/17/2006 



James W. McKee 

Fay, Sharpe, Beall, Fagan 

Minnich & McKee, LLp 

1 100 Superior Avenue, 7th Floor 

Cleveland, OH 44114-2518 



Graham H. Thompson 



SMB2 0910 



4476 



EXAMINER 



CHOUDHURY, AZIZUL Q 



ART UNIT 



PAPER NUMBER 



2145 

DATE MAILED: 05/17/2006 



Please find belov^ and/or attached an Office communication conceming this apphcation or proceeding. 



PTO-90C (Rev. 10/03) 



' f 

Office Action Summsrv 


Application No. 

09/740,221 


Applicant(s) 

THOMPSON ETAL 


Examiner 

Azizul Choudhury 


Art Unit 
2145 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address « 
Period for Reply 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to connmunication(s) filed on 02 March 2006 . 
2a)S This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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Detailed Action 

This office action is in response to the correspondence received on March 2, 2006. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a* patent therefor, subject to the 
conditions and requirements of this title. 

Clainns 14 and 29 are rejected under 35 U.S.C. 101 because the claimed invention is 

directed to non-statutory subject matter. The claims feature "a carrier medium carrying 

a computer program." A carrier medium containing a computer program is not tangible 

and is not patentable within the United States. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-9, 11, 13-24, 26 and 28-30 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Johnson et al (US Pat No: 5,761,420), hereafter referred to as 
Johnson. 
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1 . With regards to claim 1 , Johnson teaches a collaborative computer telephony 
system, comprising: a communication network (Figure 2, element 48); a plurality 
of integrated computer telephony devices connected to the network and identified 
by unique IP addresses (Figure 2, element 40), at least two of said integrated 
computer telephony devices supporting collaboration application programs 
(column 1, lines 60-67, Johnson); an indicator on at least one of said integrated 
computer telephony devices (The screens of elements 46X and 46Y of Figure 2); 
and a collaborate control program associated with each of said at least two 
integrated computer telephony devices for detecting commonly supported ones 
of said collaboration application programs and in response activating said 
indicator (Figure 2 and column 1 , line 53 - column 2, line 46, Johnson). 

2. With regards to claim 2, Johnson teaches the system of claim 1 , further 
comprising a user input device on said at least one of said integrated computer 
telephony devices for launching said commonly supported ones of said 
collaboration application programs in the event said indicator is activated (Figure 
2, elements 46X and 46Y have input devices). 

3. With regards to claim 3, Johnson teaches the system of claim 1 , wherein said 
network is a local area network (Figure 2, element 48, Johnson). 
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4. With regards to claim 4, Johnson teaches the system of claim 1 , wherein said 
network is the Internet (Figure 2, element 48, Johnson). 

5. With regards to claim 5, Johnson teaches the system of claim 1 , wherein said 
collaboration application programs include video conferencing applications, fax 
applications, document sharing applications, and shared whiteboard applications 
(column 4, lines 25-26, Johnson). 

6. With regards to claim 6, Johnson teaches the system of claim 1 , wherein said 
integrated computer telephony devices each further comprise a telephone and a 
computer (Figure 2 illustrates both computers and telephones). 

7. With regards to claim 7, Johnson teaches the system of claim 6, wherein said 
computer and telephone are each connected directly to the network (Johnson's 
design allows for "double-session" where a connection exists for phones and a 
connection exists for computers (column 1, lines 53-60, Johnson)). 



8. With regards to claim 8, Johnson teaches the system of claim 6, wherein said 
computer is connected to said telephone which in turn is connected directly to the 
network (Johnson's design allows for ROLM phones where a phone and 
computer are connected to one another and both share a single phone line 
(column 3, lines 47-60, Johnson)). 
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9. With regards to claim 9, Johnson teaches the system of claim 6, wherein said 
telephone is connected to said computer which in turn is connected directly to the 
network (Johnson's design allows for ROLM phones where a phone and 
computer are connected to one another and both share a single phone line 
(column 3, lines 47-60, Johnson)). 



10. With regards to claim 1 1 , Johnson teaches the system of claim 6, wherein said 
indicator and user input device further comprise a graphical user interface on 
said computer (Figure 2, elements 46X and 46Y). 



1 1 . With regards to claim 1 3, Johnson teaches a computer telephony apparatus for 
use in a collaborative computer telephony system comprising a network and a 
plurality of terminals, said apparatus comprising: indicator means for indicating 
that a collaborative session is set up with another computer telephony apparatus 
(The screens of elements 46X and 46Y of Figure 2); and collaborative control 
means for detecting the presence of collaborative control means in said another 
computer telephony apparatus and for activating said indicator means in 
response (column 1 , line 53 - column 2, line 46, Johnson). 

12. With regards to claim 14, Johnson teaches a carrier medium carrying a computer 
program for controlling a computer to: receive a request for a collaborative 
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session at least one second computer, issue a request to said at least one 
second computer over a network for a list of collaborative programs supported by 
said at least second computer, compare said list with a list of supported 
collaboration programs within said computer; and issuing an activation signal to 
activate an indicator in the event that at least one collaborative program is 
commonly supported by said computer and said at least one second computer 
(column 1, lines 60-67 and column 4, lines 25-26, Johnson). 



13. With regards to claim 15, Johnson teaches a carrier medium carrying the 

computer program of claim 14 (Johnson's design runs programs (column 4, lines 
25-26, Johnson), it is inherent that a carrier medium is present). 



14. With regards to claim 16, Johnson teaches a collaborative computer telephony 
system, comprising: a communication network (Figure 2, element 48); a plurality 
of integrated computer telephony devices connected to the network (Figure 2, 
elements 40, 46X and 46Y), at least two of said integrated computer telephony 
devices supporting collaboration application programs for implementing 
communication sessions therebetween (column 1, lines 60-67, Johnson); a user 
input device on at least one of said integrated computer telephony devices 
(Figure 2, elements 46X and 46Y feature keyboards); and a collaborate control 
program associated with each of said at least two integrated computer telephony 
devices for detecting commonly supported ones of said collaboration application 
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programs and initiating said communication session in response to user 
activation of said user input device (column 1 , line 53 - column 2, line 46, 
Johnson). 

15. With regards to claim 17, Johnson teaches the system of claim 16, further 
comprising an indicator on said at least one of said integrated computer 
telephony devices for indicating detection of said commonly supported ones of 
said collaboration application programs (The screens of elements 46X and 46Y 
of Figure 2). 

16. With regards to claim 18, Johnson teaches the system of claim 16, wherein said 
network is a local area network (Figure 2, element 48, Johnson). 

17. With regards to claim 19, Johnson teaches the system of claim 16, wherein said 
network is the internet (Figure 2, element 48, Johnson). 

18. With regards to claim 20, Johnson teaches the system of claim 16, wherein said 
collaboration application programs include video conferencing applications, fax 
application, document sharing applications, and shared whiteboard applications 
(column 4, lines 25-26, Johnson). 
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19. With regards to claim 21, Johnson teaches the system of claim 17, wherein said 
integrated computer telephony devices each further comprise a telephone and a 
computer (Figure 2, elements 40, 46X and 46Y). 

20. With regards to claim 22, Johnson teaches the system of claim 21, wherein said 
computer and telephone are each connected directly to the network (Johnson's 
design allows for "double session" where a connection exists for phones and a 
connection exists for computers (column 1, lines 53-60, Johnson)). 

21. With regards to claim 23, Johnson teaches the system of claim 21, wherein said 
computer is connected to said telephone which in turn is connected directly to the 
network (Johnson's design allows for ROLM phones where a phone and 
computer are connected to one another and both share a single phone line 
(column 3, lines 47-60, Johnson)). 

22. With regards to claim 24, Johnson teaches system of claim 21, wherein said 
telephone is connected to said computer which in turn is connected directly to the 
network (Johnson's design allows for ROLM phones where a phone and 
computer are connected to one another and both share a single phone line 
(column 3, lines 47-60, Johnson)). 
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23. With regards to claim 26, Johnson teaches the system of claim 21, wherein said 
indicator and user input device further comprise a graphical user interface on 
said computer (Figure 2, elements 46X and 46Y). 



24. With regards to claim 28, Johnson teaches computer telephony apparatus for 
use in a collaborative computer telephony system having a communication 
network, said apparatus comprising: a user input for initiating a collaborative 
session with another computer telephony apparatus (Figure 2, elements 46X and 
46Y); and collaborative control means for detecting the presence of collaborative 
controlled means in said another computer telephony apparatus in response to 
user activation of said user input (column 1 , line 53 - column 2, line 46, 
Johnson). 



25. With regards to claim 29, Johnson teaches a carrier medium carrying a computer 
program for controlling a computer to: receive a request for a collaborative 
session with at least one second computer; issue a request to set at least one 
second computer over a network for a list of collaborative programs supported by 
said at least one second computer; compare said list with a list of supported 
collaboration programs within said computer; and initiate said collaborative 
session in the event that at least one collaborative program is commonly 
supported by said computer and said at least one second computer (column 1 , 
line 53 - column 2, line 46 and column 4, lines 25-26, Johnson). 
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26. With regards to claim 30, Johnson teaches a carrier medium carrying the 

computer program of claim 29 (column 4, lines 25-26, Johnson), it is inherent that 
a carrier medium is present). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 10, 12, 25 and 27 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Johnson et a! (US Pat No: 5,761,420), hereafter referred to as 

Johnson. 

With regards to claim 10, Johnson teaches the system of claim 6, wherein said indicator 
further comprises a light on said telephone and said user input device is a button on 
said telephone 

(While Johnson's design allows for buttons and indicators (GUI) on the computer 
(Figure 2, elements 46X and 46Y), Johnson does not disclose the use of indicators 
(lights) and buttons on telephones. 
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"Official notice," is hereby taken that the use of lights and buttons on telephones 
is well known. Thus, the telephone design of Johnson's disclosure comprises lights and 
input buttons. 

Therefore it would have been obvious to one skilled in the art, during the time of 
the invention, to incorporate telephones with lights and buttons in order to provide a 
user with a user interface to the telephone). 

With regards to claim 12, Johnson teaches a collaborative computer telephony 
system including a communication network, a plurality of telephones (Figure 2, element 
40) and associated computer (Figure 2, elements 46X and 46Y) connected to the 
network (Figure 2, element 48) and identified by respective IP addresses (it is inherent 
that networked devices have IP addresses), at least two of said computers supporting 
collaboration application programs (column 1, lines 60-67, Johnson), and an indicator 
on at least one of said telephones, a method for controlling said indicator comprising the 
steps of exchanging IP addresses of said at least two computers over said network; 
issuing a request from a first one of said computers to a second one of said computers 
for a list of said collaboration application programs supported by said second one of 
said computers; comparing said list with a further list of supported ones of said 
collaboration application programs within said first computer; and activating said 
indicator at said first telephone in the event of at least one commonly supported ones of 
said collaboration application in said first and second ones of said computers (Figure 2 
and column 1 , line 53 - column 2, line 46, Johnson. While Johnson's design allows for 
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buttons and indicators (GUI) on the computer (Figure 2, elements 46X and 46Y), 
Johnson does not disclose the use of indicators (lights) and buttons on telephones. 

"Official notice," is hereby taken that the use of lights and buttons on telephones 
is well known. Thus, the telephone design of Johnson*s disclosure comprises lights and 
input buttons. 

Therefore it would have been obvious to one skilled in the art, during the time of 
the invention, to incorporate telephones with lights and buttons in order to provide a 
user with a user interface to the telephone). 

With regards to claim 25, Johnson teaches the system of claim 21 , wherein said 
indicator further comprises a light on said telephone and said user input device is a 
button on said telephone 

(While Johnson's design allows for buttons and indicators (GUI) on the computer 
(Figure 2, elements 46X and 46Y), Johnson does not disclose the use of indicators 
(lights) and buttons on telephones. 

"Official notice," is hereby taken that the use of lights and buttons on telephones 
is well known. Thus, the telephone design of Johnson's disclosure comprises lights and 
input buttons. 

Therefore it would have been obvious to one skilled in the art, during the time of 
the invention, to incorporate telephones with lights and buttons in order to provide a 
user with a user interface to the telephone). 
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With regards to claim 27, Johnson teaches in a collaborative computer telephony 
system including a communication network (Figure 2, element 48), a plurality of 
telephones and associated computers connected to the network and identified by 
respective IP addresses (Figure 2, elements 40, 46X and 46Y), at least two of said 
computers supporting collaboration application programs (column 1, lines 60-67, 
Johnson), and a user input device on at least one of said telephones, a method 
comprising the steps of: detecting user activation of said user input device; exchanging 
IP addresses of said at least two computers over said network; issuing a request from a 
first one of said computers to a second one of said computers for a list of said 
collaboration application programs supported by said second one of said computers: 
comparing said list with a further list of supported ones of said collaboration application 
programs within said first computer; and initiating a communication session between 
said first and second ones of said computers in the event of at least one commonly 
supported collaboration application in said first and second ones of said computers 
(Column 1, line 53 - column 2, line 46, Johnson. While Johnson's design allows for 
buttons and indicators (GUI) on the computer (Figure 2, elements 46X and 46Y), 
Johnson does not disclose the use of input devices on telephones. 

"Official notice," is hereby taken that the use of buttons on telephones is well 
known. Thus, the telephone design of Johnson's disclosure comprises input buttons. 

Therefore it would have been obvious to one skilled in the art, during the time of 
the invention, to incorporate telephones input buttons in order to provide a user with a 
user interface to the telephone). 



Application/Control Number: 09/740,221 
Art Unit: 2145 



Page 14 



Response to Remarks 

The amendments received on March 2, 2006 have been carefully examined but 
are not deemed fully persuasive. The following are the examiner's response to the 
applicant's remarks. 

In the first issue of concern, the Applicants point out that: In general, Johnson et al. 
pertains to a method and apparatus that enables modification of a document via 
telephone. In this method, one user is defined as a Driver and another user is defined 
as a Passenger. The Driver determines the changes to be made to the document, and 
the changes are reflected in both versions of the document displayed to the Driver and 
Passenger. In this method, it is not necessary that both Driver and Passenger use the 
same application program. However, the Examiner finds that the Applicants' arguments 
are not persuasive because this limitation is not claimed at all. In addition, according to 
the claim language of independent claim 1, which states "collaboration application 
programs," clearly indicate that there are more than one supported collaboration 
programs. 

In a second issue of concern, the Applicants point out that: This position lacks merit 
as there is no teaching in Johnson et al. of the "collaborate, control program" as 
presently recited in claim 1 . However, the Examiner finds that the Applicants' 
arguments are not persuasive because the Applicants even admit that "while Johnson 
et al. pertains to a method and apparatus that facilitates the coordinated editing of 
documents amongst multiple parties" (Remarks, pg.8, para.4). In addition, according to 
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Johnson, "the editing party invokes a particular document for editing within the editing 
application and invokes the present invention service from within the document 
management application" (Johnson, col.1, line 65 - col. 2, line 1). 

In another issue of concern, the Applicants point out that: In addition, Johnson et al. 
fails to teach or suggest the feature of "collaboration" as set forth on page 3 of the 
present invention and certainly does not contemplate desktop collaboration application 
programs ... which allow for enhanced communication between one or more people via 
their desktop computers.' However, the Examiner finds that the Applicants' arguments 
are not persuasive because the Applicants even admit that "while Johnson et al. 
pertains to a method and apparatus that facilitates the coordinated editing of documents 
amongst multiple parties" (Remarks, pg.8, para.4). In addition, according to Johnson, 
"the editing party invokes a particular document for editing within the editing application 
and invokes the present invention service from within the document management 
application" (Johnson, col.1, line 65 - col. 2, line 1). Hence, Johnson clearly teaches of 
a document collaboration environment where users can make changes and those 
changes are indicated on the corresponding participants. 

In a final issue of concern, the Applicants point out that: Johnson et al. goes on to 
teach that "both users cannot be in the Driver mode and thereby dictate editorial 
changes to the document of Interest" (column 6. line 31-33). In view of these teachings, 
Applicants conclude that Johnson et al. does not teach nor contemplate a user interface 
congruent with the term "collaboration" as defined in the present application. However, 
the Examiner finds that the Applicants' arguments are not persuasive because the 
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Applicants even admit that "while Johnson et al. pertains to a method and apparatus 
that facilitates the coordinated editing of documents amongst multiple parties" 
(Remarks, pg.8, para.4). In addition, according to Johnson, "the editing party invokes a 
particular document for editing within the editing application and invokes the present 
invention service from within the document management application" (Johnson, col.1, 
line 65 - col.2, line 1). Hence, Johnson clearly teaches of a document collaboration 
environment where users can make changes and those changes are indicated on the 
corresponding participants. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Azizul Choudhury whose telephone number is (571) 
272-3909. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Cardone can be reached on (571) 272-3933. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



JASON CARDONE 

SUPERVISORY PATENT EXAMINER 




